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REMARKS 

Information Disclosure Statement 

Applicants wish to bring to the attention of the Patent Office the references listed 
on the attached PTO-1449 form and request that they be considered by the Examiner. 
The references listed were cited in related U.S. patent applications. 

Response to Claim Rejections Under 35 U.S.C. §103(a) 

Claim 1 was rejected by the Examiner under 35 U.S.C. 103(a) as being 
unpatentable over Carter (U.S. 4,863,470) or Sinaiko (U.S. 3,341 ,417). However, 
neither reference describes or suggests an ultrasonically detectable body of dehydrated 
gelatin nor do such references describe or suggest an X-ray detectable body embedded 
in such a body of gelatin. Carter describes a radiopaque marker in a silicone gel. 
Sinaiko describes a gelatin capsule which has a radiopaque marker to indicate the 
capsule contents. Neither describe or suggest a body of ultrasonically detectable 
dehydrated gelatin or an x-ray detectable body embedded in such a gelatin body. In 
view of these deficiencies, the rejection based on these references fails to meet the 
requirements of 35 U.S.C. 103(a). Applicants respectfully request that the rejection be 
withdrawn. The Examiner contends that the applicants's disclosure of the use of both 
hydrated and dehydrated gelatin is an admission that the use of dehydrated gelatin is 
not critical. However, applicants believe that the Examiner has misinterpreted the 
disclosure. Applicants have described two different embodiments for separate uses. 
Claim 1 calls for the gelatin body to be of dehydrated gelatin and to be configured for 
delivery through a delivery cannula. These features are not suggested by the 
references. 
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Response to Double Patenting 

Claim 1 is rejected by the Examiner under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over (1) claims 1 and 23 of 
U.S. Patent No. 6,347,241 , and (2) claims 1 and 13 of U.S. Patent No. 6,662,041 . 

Applicants have filed concurrently herewith a Terminal Disclaimer (by attorney) 
with respect to the above '241 and '041 patents, so this rejection should be moot. 

Response to Allowable Subject Matter 

Applicants note with appreciation the allowance of claim 35-45 and the indication 
that claim 33 is directed to patentable subject matter. However, applicants have 
cancelled claim 31 from which claim 33 depends to facilitate filing a subsequent 
continuing application. 

Conclusions 

Applicants believe that the pending claims are directed to patentable subject 
matter and request further consideration pursuant to the RCE and an early allowance of 
the claims. 



Respectfully submitted, ^ / 




Edward J. Lynch// j/ 
Registration No^24,422 



DUANE MORRIS LLP Attorney for Applicants 

One Market 

Spear Tower, Suite 2000, 

San Francisco, California 94105 
Telephone: (415) 371-2200 
Facsimile: (415)371-2201 
Direct Dial; (415)371-2267 
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